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STATEMENT OF QUESTIONS PRESENTED. 

1. Is not the Commissioner of Patents such an appro- 
priate and indispensable party as to vest the District Court 
below with jurisdiction and venue in a suit under 15 
U.S C. 1071 and 35 U. S. C. 146 to review trademark 


opposition proceedings, in which the issue before the Pat- 
ent Office Trademark Board involved only registrability, 
vel non, with no issue of priority between the parties to 
the Patent Office proceeding? 

2 In a suit as described above, was not the District 
Court vested with jurisdiction and venue where the only 
appropriate relief available to the plaintiff was an injunc- 
tion directed to the Commissioner and only such relief 
(exclusive of summons and costs) was sought? 

3: In a suit as described above, was not the jurisdic- 
tion and venue of the District Court vested beyond ques- 
tion where, as the first party responding to the Complaint, 
the Commissioner exercised his statutory option to inter- 
further and hostilely, defended the decision of the Trade- 
mark Board sought to be reviewed? 

[Appellant seeks to have each of the above questions 
answered affirmatively. ] 
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BRIEF OF APPELLANT. 


JURISDICTIONAL STATEMENT. 
The action below commenced as a complaint (JA 1-3) 
by appellant seeking an injunction against the threatened 


issuance of a trademark registration as a consequence of 
opposition proceedings commenced ‘in the Patent Office 
pursuant to the trademark statutes. Jurisdiction to re- 
view such proceedings is vested in the United States Dis- 
trict Courts by the trademark statute, 15 U. S. C. 1071, 
adopting by reference the appropriate provisions of the 
patent statute, 35 U.S. C. 146. Said statutes are printed 
as a special appendix (SA) at pages 10 and 11 of the Joint 
Appendix. 

Jurisdiction of this Court to review the decision (JA 
8) of the Court below, which finally dismissed said com- 
plaint, is vested by 28 U.S. C. 1291, a timely notice of ap- 
peal (JA 8) having been filed following an order (JA 8) 
overruling plaintiff's motion under Rule 52(b), F.R.C. P., 
for finding of fact and amendment of judgment, said mo- 
tion itself having been timely (JA 8). 


2 
STATEMENT OF: CASE. — 

The facts relevant to this appeal are set forth in the 
pleadings only. The complaint was summarily dismissed 
on the motion of defendant Burlington Mills, Inc. (here- 
after “Burlington”), in which the then defendant Robert 
C. Watson, Commissioner of Patents (hereafter the “Com- 
missioner”), had joined (JA 7). No evidence, by way of 
testimony, affidavits, exhibits, or the like, was before the 
Court. 

As stated in the complaint (JA 1, { “1”), appellant, 
The Barr Rubber Products Company of Sandusky, Ohio 
(hereafter “Barr”) is the owner of the trademark BAR- 
‘TEX and BARR, registered, respectively, by Certificates 
of Registration No.. 296,315, registered August 2, 1932, 
and No. 525,020, registered May 9, 1950. These trade- 
marks have never been abandoned; Barr has continuously 
used them to identify its products sold for land and water 
sports, play, and games since 1932 (BARTEX) and 1920 
(BARR). 

On October 28, 1958, the appellee Commissioner pub- 
lished for opposition an application of the appellee Bur- 
lington for registration of the trademark BUR-TEX, like- 
‘wise for goods for land and water sports (JA 1, S57: 
JA4,{ “5” [Commissioner’s answer]). 

Appellant Barr duly instituted proceedings in the 
‘Patent Office opposing the threatened registration of BUR- 
\'TEX to identify Burlington’s goods of the same type as 
Barr’s goods identified by its registered marks, BARTEX 
and BARR. The Patent Office Trademark Trial and Ap- 
peal Board dismissed the proceedings (JA 5). 

Appellee filed with the Commissioner of Patents a 
Notice of Appeal to the United States Court of Customs 
and Patent Appeals from the decision of the Trademark 
Board, pursuant to 15 U.S. C. 1071. But the appellee Bur- 
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lington elected, as is its privilege under that statute, to 
have further proceedings conducted as a civil action under 
35 U. S. C. 146 (JA 2-3). Accordingly, Barr filed its 
complaint below, of which the foregoing is a summary of 
the facts alleged therein. The prayers for relief (JA 3) 
were (1) for the issuance of summonses to appear and 
answer, the summonses to be directed to the marshals of 
the Districts in which the defendants reside [The Eastern 
District of Wisconsin for Burlington and the District of Co- 
lumbia, of course, for the Commissioner]; (2) an injunc- 
tion enjoining the Commissioner of Patents from issuing a 
certificate of registration of the trademark BUR-TEX upon 
Burlington’s application; (3) Costs. 

The Commissioner was the first (and only) defend- 
ant to file an answer to the complaint. That answer (JA 
4-5) joined issue with the complaint by the usual admis- 
sions, denials for want of information, and flat traversals. 
The Commissioner asserted as a further defense that the 
decision of the Trademark Board sought to be reviewed 
was proper for the reasons given in the Board’s decision, of 
which profert in due course was made. As a still further 
defense, the Commissioner asserted that the court below 
lacked jurisdiction over the subject matter and parties on 
the ground that the Commissioner was neither a necessary 
or adverse party “within the meaning of 35 U. S. C. 146 
and 15 U. S. C. 1071” (JA 3) and, on information and 
belief, summons had not been served on Burlington, al- 
leged to be an indispensable party (JA 3). 

Apparently summons were eventually served upon 
Burlington, for on December 28, 1960, approximately six 
weeks after the Commissioner’s answer, Burlington, ap- 
pearing specially, moved to dismiss the suit for “want of 
jurisdiction over the person of the defendant, Burlington 
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Mills, Inc.” and to quash the return of summons served on 
it (JA 6). The Commissioner joined in the motion to dis- 
miss as to Burlington by “concurrence” and “support” 
(JA 7). This District Court dismissed the action without 
findings of fact or conclusions of law or reason other than 
the bare citation of Chris Laganas Shoe Company v. Wat- 
son, 95 App. DC 324 (JA 7). 


STATUTES, TREATIES, ETC. 
The directly relevant statutes involved in this appeal, 
15 U. S. C. 1071 and 35 U.S.C. 146, are set forth as a 
special appendix (SA), pp. 10 and 11, following the stipu- 
Jated Jomt Appendix. 


STATEMENT OF POINTS. 

1. When, as here, the nature of trademark proceed- 
ings im the Patent Office sought to be reviewed in the Dis- 
trict Court below under 15 U. S. C. 1071 are such that the 
District Court does not merely replace the Commissioner 
of Patents as an impartial hearer of facts and, instead, the 
suit involves no issue of priority between appellant Barr 
and appellee Burlington, but, rather, a threatened breach 
of statutory duty by the Commissioner, the nature and is- 
sues of the action below were not such as to excuse the 
Commissioner from appearing as a necessary and indis- 
pensable party. It was, thus, reversible error for the Court 
to dismiss the action for lack of jurisdiction under 35 
U.S. C. 146. 

2. It was reversible error for the District Court to 
dismiss the suit below for want of jurisdiction and not to 
treat the appellee Commissioner as an indispensable party 
when (aside from purely procedural relief of service of 
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summons as directed by statute and award of costs) the 
only redress sought or available to meet the complaint of 
appellant is injunctive relief against the appellee Commis- 
sioner. 

3. If there is any nominal party in the action below it 
is the appellee Burlington, in which event the jurisdiction 
and venue of the Court below is vested as to the appellee 
Commissioner as the sole real party in interest by 28 
U. S. C. 1337 and 1391(b), the latter in light of 35 U. S.C. 
146. Otherwise, disregard of the Commissioner as the real 
party in interest will have effectively vested the appellee 
Burlington, by its election under 15 U. S. C. 1071 not to 
have the controversy reviewed in the United States Court 
of Customs and Patent Appeals, with power to emasculate 
15 U. S. C. 1071 and create a judicial vacuum in which 
there would be no judicial district in which appellant may 
secure the statutorily authorized review in a civil action 
involving the real party in interest, except as the election 


of the appellee Commissioner to intervene. 


4. It was reversible error for the District Court to 
entertain and grant the motion to dismiss filed by appellee 
Burlington, especially when, in fact, the appellee Commis- 
sioner had previously exercised his statutory option to in- 
tervene and answer in the action below and remained, 
throughout the suit below, not only as the sole party de- 
fendant who has contested the allegations of appellant's 
complaint, but who has also, as an affirmative defense, 
voluntarily pleaded that the decisions of the Patent Of- 
fice, which appellant seeks to have reviewed, were sound 
and defendable decisions. The election and pleadings of 
the Commissioner in the suit below destroy any vestige 
of a fiction that the Commissioner is not a party adverse to 
appellant. When a plaintiff in an action brought under 


6 


15 U. S C. 1071 and 35 U. S. C. 146 is faced with a 
plurality of adverse parties defendant residing, as here, in 
different judicial districts, the Court below is specifically 
and unequivocably vested with jurisdiction as to all under 
35 U.S.C. 146. 


SUMMARY OF ARGUMENT. 


1. Issue of Priority 
v. 

Issue of Eegistrability. 

Under the patent statutes, first by judicial determina- 
tion and later by statute, the Commissioner of Patents is 
not an adverse or necessary party to a judicial review of 
patent interference proceedings where the issue to be de- 
terminated upon review is a matter of priority between 
tival claimants before the Patent Office. In such review, 
the Court merely replaces the Commissioner as a stake- 
holder and disinterested trier of fact and law. 

But where the matter to be reviewed is one of pat- 
entability, the Commissioner of Patents is the essential 
appearing and answering to the complaint in an action 

The trademark statute, 15 U. S. C. 1071, extends the 
right of judicial review to parties to trademark proceed- 
ings in the Patent Office “under the same conditions, 
rules, and procedure as are prescribed in the case of patent 
appeals or proceedings so far as they are applicable.” But 
proceedings analogous to patent proceedings and those 
which are non-analogous and, thus, has not distinguished 
between the trademark proceedings which, for purpose of 
‘judicial review, are to be treated as inter partes or ex 
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parte, in so far as the obligation of the Commissioner of 
Patents to appear as an indispensable party is concerned. 

However, the Courts have equated registrability of 
trademarks to patentability of invention in order to give 
effect to manifest Congressional intent. Thus, under the 
directive of the statute that the “same conditions, rules, 
and procedures” as are prescribed in patent appeals or 
proceedings shall be applied to review of trademark pro- 
ceedings, the Commissioner is an indispensable party 
when the issue reviewed is a question of registrability of a 
trademark; he is not when the issue requires a determina- 
tion of disputed priority. 

Accordingly, since the case below turned upon regis- 
trability of an opposed trademark, the Court erred in dis- 
missing the suit for lack of jurisdiction and venue, the 
Commissioner being an indispensable party, residing in the 
District, who appeared and answered. 

2. The joint defendant below, allegedly a resident of 
a different district, is clearly not a necessary nor indis- 
pensable party. The key to the distinction between the 
joint defendants is that the only available judicial relief 
sought below was injunctive relief against the Commis- 
sioner. 

3. In any event, the statutory excuse permitting the 
Commissioner to avoid appearing in suits under 15 U.S. C. 
1071 and 35 U. S. C. 146 is waivable, akin to a special 
venue which the Commissioner is statutorily permitted to 
waive. By voluntarily appearing and answering adversely 
and hostilely, and subsequently calling upon the Court 
below to exercise its judicial power with respect to another, 
the Commissioner has waived his immunity and the suit 
below should proceed to a trial on its merits. 


ARGUMENT. 
1. Issue of Registrability 
v. 
Issue of Priority. 

For many years prior to the 1952 Patent Act, all pro- 
ceedings involving the issuance of patents by the Patent 
Office have been reviewable in two ways, one by a direct 
appeal on the record established in the Patent Office to the 
United States Court of Customs and Patent Appeals (di- 
yectly to this Court prior to the creation of the Court of 
Customs and Patent Appeals), or alternatively, by a trial 
de novo in a United States District Court under Section 
4915 of the Revised Statute, in which trial the parties in- 
volved in such trial might introduce evidence in addi- 
tion to the record established in the Patent Office. 

The patent trial in a District Court under RS 4915 
might be instituted by a bill (complaint) against the Com- 
missioner for issuance of a patent denied by the Commis- 


sioner in an er parte application proceedings in the Patent 
Office. Or the RS 4915 patent proceedings might be 
brought by a dissatisfied party to inter partes proceedings 
instituted in the Patent Office to determine which one of 


two or more parties was the prior inventor and, thus, en- 
titled to a patent claim which the Patent Office had de- 
termined to be patentable before instituting the inter 
partes interference proceedings. 

Of the two types of proceedings reviewable under RS 
4915, it is to be noted that the suit for issuance of a pat- 
ent following ex parte proceedings in the Patent Office was 
essentially a review by the Court to determine whether or 
inot the evidence before the District Court established that 
the plaintiff was entitled to a patent under the terms and 
conditions of the patent statutes and, accordingly, whether 
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the Commissioner should perform his statutory duty of is- 
suing the patent to which the plaintiff was entitled. Obvi- 
ously, the Commissioner was an indispensable and neces- 
sary party to such proceedings under R. S. 4915 to deter- 
mine the patentability, or not, of the ex parte patent appli- 
cation so reviewed. When the RS 4915 suits reviewed in- 
terference proceedings, however, patentability was not the 
dominant issue. Rather, the issue was one of determining 
the priority of the rival claimant to the patent claim that 
had, as a condition for institution of the interference pro- 
ceedings, been determined to be patentable.* 

Where an RS 4915 suit sought to determine priority 
between rival private claimants in an interference pro- 
ceeding, confusion once existed as to whether the Com- 
missioner of Patents was an adverse and indispensable 
party when an RS 4915 bill of complaint named, as joint 
defendants, both the Commissioner and the party or 
parties who had been adverse to the plaintiff in the Pat- 
ent Office. This confusion arose under the 1927 amend- 
ment to RS 4915 vesting the District Court for the District 
of Columbia with venue when the suit involved a plurality 
of adverse parties [defendant] residing in different ju- 
dicial districts. The involvement of the Commissioner of 
Patents in such review of patent interference proceedings 
was burdensome upon him and his office. Finally, in Coe, 
Commissioner of Patents v. Hobart Mfg. Co. (1939) 70 
App. D. C. 2, 102 F. 2d, 270, this Court determined that, 
in such 4915 proceedings, after a determination of priority 


1 This is not to say that review of interference i 
in which priority was the dominant issue, excluded any issue 
patentability. It has been the ancillary 
the Court, reviewing 
asserted priority of inven ip, to determine if none of the 
ee entitled to the patent. Hill v. Wooster (1890), 132 


10 
in the interference proceedings in the Patent Office, the 
Commissioner was no longer such an “adverse party.” The 
rationale of this Court in the Hobart case was (at 102 F. 
2d 270, 271): 
“Tt is contended that the Commissioner, if not a 


or loses.” 
In short, in interference proceedings where the Commis- 
sioner has the statutory duty of determining priority, the 
Commissioner is a mere stakeholder and, in a further re- 
view the Court merely supplants him as a trier of fact and 
resolver of the issue of priority. 


But it is to be noted that the Hobart decision clearly 


suant to his duty, then, in a review, the Commissioner was 
the sole indispensable party. Citing Fessenden v. General 
Electric Company, D. C. 10 F. Supp. 846, and Drackett Co. 
v. Chamberlain Co., D. C., 10 F. Supp. 851, affirmed, 3 Cir. 
81 F. 2d 866, the Court held (at 102 F. 2d 271): 


of Patents.” 
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The drafters of the.1946. Trademark Act, by the first 
sentence of 15 U. S. C. 1071 (SA 10) intended to provide 
any party to the various types of trademark proceedings 
in the Patent Office the same alternative means of review 
available under the patent statutes, namely, appeal to the 
Court of Customs and Patent Appeals or suit in the Federal 
District Courts under 4915 (now, by the 1952 Patent Act, 
divided into 35 U. S. C. 145 and 146 [SA 11]). The 
drafters also intended to preserve the Commissioner’s hard- 
won release, secured in the Hobart case, from involvement 
in reviews of priority determined in interferences. This 
was done by the last sentence of 15 U.S. C. 1071 (SA 10), 
stating: 

“The Commissioner of Patents shall not be a necessary 
party to an inter partes proceeding under 35 United 
States Code, Section 146, but he shall be notified of 
the filing of the bill by the clerk of the court in which 
it is filed and the Commissioner shall have the right 


to intervene in the action.” (Italics indicate an 
amendment contemporaneous with the 1952 Patent 
Act; originally “Section 63 of Title 35,” the codifica- 
tion of RS 4915.) 


At the outset of 15 USC 1071, the parties who may be 
involved in trademark proceedings subject to review are 
catalogued according to the types of proceedings permitted 
by the Act. But only two such proceedings, an application 
for registration of a mark and a trademark interference 
proceedings, correspond to proceedings under the patent 
statutes, i.e., application for a patent and patent inter- 
ference proceedings. Other proceedings under the trade- 
mark statute, e.g., opposition and cancellation proceedings, 
have no counterpart under the patent statute. In provid- 
ing for review of trademark proceedings, the drafters of 15 
U. S. C. 1071 made no distinction between those having 
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counterparts under the patent statute and those which do 
not, except to provide that such review may be had: 


“a5 in the case of applicants for patent, under the same 
conditions, rules and procedure as are prescribed in 
the case of patent appeals or proceedings so far as 
they are applicable.” (Emphasis supplied.) 


trademarks, as contrasted with patents, is a cancellation 
‘proceeding in which a party urges that a trademark already 
‘registered should be cancelled because of conditions 
either existing before registration or invalidating con- 
ditions which have arisen after registration. It is to be 
' noted that under the patent statute there are no corre- 
sponding proceedings permitting a party to urge the Com- 
missioner of Patents that he should exercise his statutory 
duty of refusing to issue a patent if the terms and con- 
ditions of patentability have not been met, nor is there any 
provision authorizing the Commissioner to cancel a patent 
once issued. 

The Commissioner, under rules promulgated by him, 
(Trademark Rules of Practice of the Patent Office, Code of 
| Federal Registration, Part 2, Title 37, Patents, Trademarks, 
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and Copyrights) permits a party, who believes he would 
be damaged by registration of an application published for 
opposition, to file a notice of opposition within thirty days 
after such publication and upon payment of the required 
fee. Upon notice to the applicant, the opposition proceeds 
in the Patent Office as an inter partes proceeding before 
the Trademark Board between the opposer and the appli- 
cant. Similarly, the Commissioner will receive a petition 
for cancellation of an issued registration and set up an inter 
partes proceeding between the petitioner and the regis- 
trant. 

One rub in applying the conditions, rules, and pro- 
cedure applicable to patent proceedings to trademark 
opposition and cancellation proceedings comes in the judi- 
cial review of those proceedings. By the device of electing 
to deal with a notice of opposition or a petition for can- 
cellation through the internal inter partes proceeding, 
rather than a simple ex parte consideration, does the Com- 
missioner, in a judicial review of such proceeding, lose 
any degree of adversity to the rejected opposer or can- 
cellation petitioner? In what way, by such adminis- 
trative determination of the Commissioner’s duty not to 
register, will the opposer’s or cancellation petitioner’s 
damage be lessened if, in disregard thereof, the Commis- 
sioner proceeds to add a registration to his register or 
maintain an unlawful one upon it? 

As most recently stated by this Court in Hans C. Bick, 
Inc. v. Watson (1958) 102 App. D. C. 322, 253 F. 2d 344, 
345: 

“The 1946 Act reversed the former practice so that 
the Commissioner could no longer be made sole de- 
fendant in an action under section 4915, Revised 


Statutes ‘where there was an opposing party.’ It was 
clear enough that the Commissioner thereafter was 
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not to be a ‘necessary party to an inter partes pro- 
ceeding’ under section 4915, Revised Statutes, but 
controversy developed as to what proceedings were 
to be deemed ‘inter partes’ and as to the Commis- 
sioner’s status in an ‘ex parte’ situation.” (Cited au- 
thorities omitted.) 


Gold Seal case at 106 F. Supp. 496, 497: 


“Clearly, the purpose of Section 21 of the Lanham 
Act [15 U. S. C. 1071] was to limit the number of 


sioner 
ing parties. There is no longer, 


litigants. 

“Bowever, Congress did not intend that the Com- 
missioner be relieved as a party where he is the party 
against whom redress is being sought; that is, in cases 
which do not involve priority but, rather, matters per- 


Bb 

- taining to the registratian..as such.” (Emphasis sup- 

pi se eee ed 
’ The above rationalization of 15 U. S. C. 1071 in the 
Gold Seal case was rejected by this Court in the decision 
followed by the Court below, Chris Laganas Shoe Co. v. 
Watson (1955) 95 App. D. C. 324, 221 F. 2d 881. This was 
a suit under 35 U. S. C. 146 for review of trademark op- 
position proceedings in which the plaintiff had unsuccess- 
fully defended an opposition proceeding. Without stating 
whether an issue of priority or registrability was involved, 
the Court held that the suit was “plainly an inter partes 
proceeding.” The Court then proceeded to hold, at 221 F. 

2d 882: 

“The question remains whether the Commissioner 
is an‘adverse’ party within the meaning of 35 U. S. Cc. 

§ 146, which says: ‘If there be adverse parties re- 

siding in a plurality of districts not embraced within 

the same state, or an adverse party residing in a 

foreign country, the United States District Court for 

the ‘District of Columbia shall have jurisdiction 

* * *? Jf the Commissioner is an adverse party, for 

this jurisdictional purpose, in this suit, then every 

suit under § 146 can be brought in the District of 

Columbia. We do not so interpret the statute.” 

It is respectfully submitted that the last sentence in 
the above quotation is obiter dicta; it clearly overlooks the 
fact that any patent or trademark suit brought under § 146 
that turned on the issue of priority, would excuse the 
Commissioner under the identical rationale of the Ho- 
bart and Gold Seal cases. 

That this Court has since recognized the obiter dicta 
of the Laganas case and the sound identification of the 
Commissioner of Patents as the real adverse and in- 
dispensable party in reviews of trademark proceedings 


turning on issues of registrability ility, rather than priority 
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(and regardless of whether the proceedings in the Patent 
Office, as contrasted with proceedings in the Court below, 
were inter partes) seems clear from the decision in the 
Bick case. In that case, Bick, a trademark registrant, lost 
in cancellation proceedings brought inter partes in the 
Patent Office and, thereby, faced loss of his registration. 
Electing review in the Court below, rather than in the 
Court of Customs and Patent Appeals, Bick brought suit 
against the Commissioner alone under 35 U. S. C. 145. 
Bick’s suit in the Court below was dismissed for want of 
jurisdiction and absence of the cancellation petitioners as 
indispensable parties. This Court reversed, holding, at 257 
F. 2d 346: 
“The petitioners for cancellation have never used or 
registered the appellant’s mark or a mark claimed 
to be similar. Their only claim to damage was that 
registration of the mark would in the future be 


? 


petrhoners 

not believe that Congress so intended.” 

It is respectfully submitted that the District Court be- 
low erred in blindly following the Laganas case and dis- 


Burlington applied for registration of BUR-TEX for the 
same class of goods; the opposition was based solely on a 
question of registrability, namely, that under 15 U. S. C. 
1052(d), as stated in the complaint (JA 2, § 5), a trade- 
mark shall not be registered if it “consists of or com- 
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prises a mark which so resembles a mark registered in 
the Patent Office * * * by another and not abandoned, 
as to cause confusion or mistake or to deceive purchasers.” 

‘Whether or not the Court below felt that there might 
or.might not be confusion and deception of purchasers be- 
tween Barr’s registered BARTEX and Burlington’s un- 
registered BUR-TEX? can go only to an issue of registra- 
bility under the statute, which the Commissioner is surely 
not excused from following by operation of either 15 U. S. 
C. 1071 or 35 U.S. C. 146. 


2. Relief Sought. 

The only distinction between this case and the Bick 
case is that appellant Barr brought suit against the Com- 
missioner under 35 U. S. C. 146, whereas the Bick suit 
was commenced under 35 U. S. C. 145. Appellant was 
compelled to do so by 35 U. S. C. 1071, which specifies that 
further proceedings of an appeal to the Court of Customs 
and Patent Appeals shall be conducted under RS 146 if 
the successful party in the Patent Office elects, as Burling- 
ton elected after Barr appealed to the Court of Customs 
and Patent Appeals. Manifestly, any such election, after 
the Commissioner had decided to register the trademark 
over appellant’s opposition would not lessen the adversity 
of the Commissioner to appellant on the sole issue of 
whether such registration would be in compliance with 
the statute. 

It is respectfully submitted that, as in the Bick case, 
it was irrelevant whether the appellant’s opponent in the 
Patent Office was or was not a party to the suit below. 
The real and controlling key to the indispensability of the 


2 Or between BUR-TEX sporting goods and BARR textile 
sporting goods. 


18 
Commissioner and the irrelevance of the appearance of 
Burlington is revealed by the relief sought The only 


‘competitor, or where such registrant lives or maintains 
offices in the United States, was and still is irrelevant to 
appellant on the issue raised by the complaint below. 


the Bick case. 

Clearly, neither 15 U.S. C. 1071 or 35 U.S. C. 146 
bars the Commissioner of Patents as a party to suit there- 
under. Indeed, it is specifically provided that he may in- 
tervene, and it is manifest from the body of the Commis- 
sioner’s answer that he did so in full hostility and ad- 


to dismiss the suit as to Burlington. 

By the statute, any and every District Court of the 
United States is vested with jurisdiction as to the subject 
matter of a suit brought under 35 U. S. C. 146, namely, re- 
view of Patent Office patent and trademark proceedings. 
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Jurisdiction as to the person of the Commissioner is ob- 
viously akin to venue, waivable or not at the election 
of the.Commissioner by the express terms of the statute. 

But the power to waive venue is not a power to pick 
and choose as to what matters one may call upon a Court 
to exercise its powers and as to what matters within the 
ambit of the pleadings one may elect not to submit to the 
Court’s jurisdiction thereover. One who comes into Court 
of his own choosing and actively seeks that the Court 
exercises its powers (other than may be involved by a 
special appearance seeking dismissal for lack of venue) 
submits to the jurisdiction of the Court over his person 
for all pugposes of the suit. General Elec. Co. v. Marvel 
Co. (1932) 287 U. S. 430, 435. 

Whether the Court erred in accepting the unverified 
statements of Burlington as to the insufficiency of service 
of process, in view of the nationwide venue vested in a 
District Court having venue as to one adverse party be- 
fore it, is, in view of the injunctive relief sought below 
and running only to the Commissioner, a matter of only 
academic interest as far as appellant is concerned. 

For the foregoing reasons, it is respectfully submitted 
that this case be remanded to the Court below with a 
mandate to proceed to determine whether the Commis- 
sioner has acted according to his statutory duty in not re- 
fusing to register BUR-TEX as a trademark for the goods 
in question. 

Respectfully submitted, 
Exy, Pearne & Gorpon, 
By Ausert L. Ety, Jr, 
Larson & TAYLor, 
Roserts B. Larson, 


Of Counsel for Appellant. 
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Appeal No. 16.518 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of appellee Burlington Mills, Inc, the 
questions raised by this appeal are: 

L In a suit under 15 TS.C. 1071 and 35 U.S.C. 146 to 
review an inter parte proceeding before the Patent Office, 
is not the successful party to such a proceeding @ necessary 
party to this suit? 


2. In a suit under 15 U-S.C. 1071 and 35 U.S.C. 146 to 
review an inter parte proceeding in the Patent Office is 
the Commissioner an adverse party so as to vest the District 
Court with jurisdiction under 15 US.C. 1071 and 35 U.S.C. 


146? 


3. Under the authority of Chris Laganas Shoe Company 
v. Watson, 95 U.S. App. D.C. 324, 221 F. 2d 881, was appli- 
cant’s complaint correctly dismissed by the District Court? 
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Conclusions 
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COUNTERSTATEMENT OF THE CASE 


This is an appeal (JA 8) from an Order (JA 7) of the 
United States District Court, granting a motion to dismiss 
for want of jurisdiction (JA 6). The motion was brought 
by appellee, Burlington Mills, Inc, in which appellee, 
Commissioner of Patents, formerly Robert C. Watson, 
and now David L. Ladd, joined (JA 7). 
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Appellant and Appellee Burlington Mills, Inc., were 
involved in an opposition proceeding before the patent 
Office Trademark Trial & Appeal Board, Opposition 
No. 38548, entitled The Barr Rubber Products Com- 
pany v. Burlington Mills, Incorporated. In a decision 
reported at 125 USPQ 592, the opposition of the 
appellant was dismissed. The appellant had opposed 
application of appellee to register “BUR-TEX”’ for 
life preservers, swim vests, water ski belts, sun bath 
mats, floats, swim rafts, wading pools, pack sacks, game 
bags, sleeping bags for outside use, bowling ball bags, 
golf bags and tents. Use of the mark ‘‘BUR-TEX”’ since 
January 194S was asserted. The opposition was based on 
two registrations, one for the mark “BARR’’, Registra- 
tion No. 525,020 and the other for the mark “BARTEX”’, 
Registration No. 296,315. The registration for the trade- 
mark “BARR” incladed toys, namely, balloons, balls, dolls 
and other articles of various configurations suitable for 
play and amusement of adults, children, and animal pets, 
and game balls, namely, baseballs, basketballs, footballs, 
and the like. The trademark ‘““BARTEX’’ was used in 
connection with toy rubber balloons. As appellant’s regis- 
trations antedated applicant’s use of its trademark ““BUR- 
TEX’? the only question in the proceeding below was 
whether or not the marks of the parties as applied to the 
goods in question, were likely to cause confusion, mistake 
and/or deception of purchasers. In dismissing the opposi- 
tion the Board stated on Page 593: 


“Turning to a consideration of the marks and goods 
in question, opposer’s mark ‘BARR’ is a surname 
whereas applicant’s mark ‘BUR-TEX’ is a coined 
arbitrary designation having no apparent significance. 
These marks also are distinctly different in sound and 
appearance. Considering the substantial differences 
between these marks and the differences between the 
goods as identified in the application and opposer’s 
registration, it is concluded that confusion, mistake or 
deception of purchasers is not likely to occur. 
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‘As to applicant’s mark ‘BUR-TEX’ and opposer’s 
registered trademark ‘BARTEX’, the sporting goods 
and equipment for which applicant seeks registration 
and the goods identified in opposer’s registration, 
namely, toy rubber balloons, are not of such nature 
that purchasers would be likely to assume, merely 
because of the similarity between the marks, that these 
products emanate from the same source.’’ 


Appellant, pursuant to 15 USC 1071 (as amended), and 
35 USC 142, gave due notice to the Commissioner of Pat- 
ents of its appeal to the U. S. Court of Customs and Patent 
Appeals. Appellee, Burlington Mills, Incorporated elected, 
under 15 USC 1071, to have all further proceedings con- 
ducted as a civil action in a U. S. District Court (JA 2, 
Paragraph 6). 

The appellant in its complaint has relied on jarisdiction 
of the Court under 15 USC 1071 and 35 USC 146, which 
grants jurisdiction in a cause of action where there are 


adverse parties residing in a plurality of districts not em- 
braced in the same state. 


SUMMARY OF ARGUMENT 


The specific issues raised in this proceeding have been 
previously decided by this Court in Chris Laganas Shoe 
Company v. Watson, 95 U.S. App. D.C. 324, 221 F. 2d 881. 
In that decision involving an application of Section 15 USC 
1071, and 35 USC 146, the Court of Appeals affirmed a 
decision of the District Court for the District of Columbia 
and dismissed the complaint. In so holding this Court 
specifically held the opposer Brown Shoe Company to be 
a necessary party and, further, that the Commissioner of 
Patents was neither a necessary nor an adverse party. The 
Court specifically over-ruled Gold Seal Company v. Sawyer, 
106 F. Supp. 494. 


The appellant has relied on a decision of this Court 
Hans C. Bick, Inc., v. Watson, 102 U.S. App. D.C. 253 F. 2d 
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344. This decision is readily distinguishable from the case 
at bar in that appellant there proceeded under 35 USC 
145 rather than under 35 USC 146, the situation here, and 
the facets differed. 


Under Title 15 USC 1071 and 35 USC 146, it is plainly 
stated that the Commissioner of Patents is not a necessary 
party to an inter partes proceeding in the Patent Office. 
Thus jurisdiction under the above provisions cannot be 
obtained in the present civil action on an alleged inter- 
vention by the Commissioner. 


ARGUMENT 


1. The Laganas Decision Is Controlling 


The order of the District Court dismissing appellant’s 
complaint was entered May 8, 1961 (JA 7): 


“This action came on to be heard the 13th day of 


February 1961 on motion by the defendant, Burlington 
‘Mills, Ine. to dismiss the complaint and the defendant, 
Robert C. Watson, Commissioner of Patents, having 
jor im said motion, and upon consideration thereof, 
it is this Sth day of May, 1961. 

‘¢Qznezep that the motion of defendants to dismiss be 
and it is hereby granted, and the complaint be and it 
is hereby dismissed (Chris Laganas Shoe Company v. 
‘Watson, 95 U.S. App. D.C. 324).”” 


Attention is directed to the reliance on this Court’s 
decision in Chris Laganas Shoe Company v. Watson. In 
that ease Brown Shoe Company successfully opposed an 
application of Chris Laganas Shoe Company for registra- 
dion of a trademark in the Patent Office. The unsuccessful 
party, sued the opposer (who did not reside in the 
District of Columbia) and the Commissioner of Patents 
sn the United States District Court for the District of 
Columbia. The District Court dismissed the complaint 
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and appeal was taken to the Court which affirmed the 
decision below. This Court stated on page 882: 


“Brown Shoe Co., Inc., is a necessary party.” The 
Commissioner of Patents is not a necessary party. The 
Trademark Act, which permits suits for registration 
of trade-marks to be brought under the Patent Act, 
35 U.S.C. 146, says the Commissioner is not a ‘neces- 
sary party to an inter partes proceeding under section 
146 of Title 35’. 15 U.S.C.A. 1071.2 This suit, which 
arose out of an opposition proceeding in the Patent 
Office, is plainly an inter partes proceeding.’” 


‘The question remains whether the Commissioner is 
an ‘adverse’ party within the meaning of 35 US.C. 146, 
which says: ‘If there be adverse parties residing in 
a plurality of districts not embraced within the same 
state, or an adverse party residing in a foreign country, 
the United States District Court for the District of 
Columbia shall have jurisdiction ° * °.’ If the Com- 
missioner is an adverse party, for this jurisdictional 
purpose, in this suit, then every suit under 146 can 
be brought in the District of Columbia. We do not 
so interpret the statute. We think 146 permits claims 
that cannot be enforced elsewhere to be enforced here, 
and does not create an option of enforcing here claims 
that can be enforced elsewhere. In other words, for 
this jurisdictional purpose only necessary parties can 
be ‘adverse’. ‘To hold that the plaintiff by making a 
mere formal party a co-defendant can compel the real 
defendant, the real party in interest, to come from any 
part of the United States and defend his rights in 
the District of Columbia would conflict with the general 
purpose of Congress as appears from the fact that 
ordinarily suits in the federal courts must be brought 
in the district in which the defendant resides.’ Coe 

20n this point we disagree with Gold Seal Co. v. Sawyer, D.C. 1952, 
106 F. Supp. 494. A registration which no one opposed may be 
denied by tho Commissioner, on the ground of confusing similarity, in 
an ex parte proceeding; but a Patent Office proceeding in which there 
are opposing parties, and a resulting suit, is not an ex parte proceeding. 


335 U.S.C. 146 said broadly ‘‘The Commissioner shall not be a neces- 
sary party ee eo.) 
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v. Hobart Mfg. Co., 70 App. D.C. 2, 3, 102 F. 2d 270, 
Cf. Jax Ice & Cold Storage Co. v. Coe, 73 App. D.C. 
197, 11S F. 2a 12, certiorari denied 313 U.S. 561, 61 
S& Ct S87, 8S L. Ed. 152: Thorne, Neale & Co. v. Coe, 
79 U.S. App. D.C. 122, 143 F. 2d 155; R. J. Moran Co. 
v. Seeck & Kade, Inc., D.C. 91 F. Supp. 188.” 


It is submitted that the facts of the Laganas case are the 
same as the facts of the case at bar in that both involve 
a trademark opposition proceeding in the Patent Office and 
in each instance the opposition is based on the question of 
whether applicant’s mark is likely to cause confusion with 
the registered trademark of an opposer. In each case no 
evidence was taken by either party in the proceeding and, 
further, there was no issue of priority of use in the trade- 
marks involved. The decision of this Court in the Laganas 
case is controlling on the case at bar. 


Appellant in its brief pages 13 through 16, states that 
the decision in Hans C. Bick, Inc. v. Watson, 102 U.S. App. 


D.C. 322, 253 F. 2d 344, distinguishes the Laganas case 
relied on by the Court below. Appellant further relies on 
the decision Gold Seal Co. v. Sawyer, 106 F. Supp. 494. The 
appellant contends that the following language in the 
Laganas case is obiter dicta: ‘‘If the Commissioner is 
an adverse party, for this jurisdictional purpose, in this 
suit then every suit under Section 146 can be brought in 
the District of Columbia. We do not so interpret the 
statute.” However, as previously noted the Bick case 
was brought against the Commissioner alone under 35 
T.S.C. 145. In contrast in the case at bar appellant brought 
suit under 35 U.S.C. 146 and 15 U.S.C. 1071. As provided 
in 15 U.S.C. 1071 “‘any party who is satisfied with the de- 
cision of the Trademark Trial & Appeal Board shall, upon 
the filing of an appeal to the Court of Customs and Patent 
Appeals by any dissatisfied party, have the right to elect 
to have all proceedings under 35 U.S.C. Section 146, by 
election as provided in 35 U.S.C. Section 141.” 
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This Court in the Bick case recognized that under 35 
U.S.C. 146 the Commissioner was not a necessary party in 
an inter partes proceeding. In discussing the Laganas case 
and its decision in the Bick case, this Court said, 253 F.2d 
344, 345: 


‘“‘Laganas had filed its application for registry on the 
Principal Register of the term ‘Air Stride’ for women’s 
shoes. Brown Shoe Company, Inc., prior user of the 
registered mark ‘Air Step’ successfully opposed; the 
Laganas appeal to the United States Court of Customs 
and Patent Appeals was dismissed after Brown exer- 
cised its election to have further proceedings in the 
District Court. Thus, the complaint was thereafter 
filed against the Commissioner and against Brown 
Shoe Company, Inc., and the case went forward in the 
District Court, as it must, under 35 U.S.C. 146 which 
specifically provides that the Commissioner shall not 
be a necessary party to an inter partes proceeding 
under that section. We pointed out that the action 
was plainly inter partes, and that the District Court 


correctly dismissed the complaint.’’ 


The rule of the Laganas case in regard to Civil actions 
under 35 U.S.C. 146, was not modified by the Bick case. 
As a matter of fact the Court reiterated its interpretation 
of that Section in regard to inter partes actions when it 
stated in the Bick case on page 346: 

“‘As to inter partes actions, a dissatisfied party may 
have remedy by civil action against the party in inter- 
est, and in such actions, ‘The Commissioner shall not 
be a necessary party ° ° °.’ 


This Court then cited the Laganas case as authority for 
the proposition that the Commissioner should not be a 
necessary party. 
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& The Commissioner Is Neither An Adverse 
Nor a Necessary Party 


Appellant in contending that the Commissioner of Pat- 
ents is an indispensable party so as to vest the District 
Court below with jurisdiction, overlooks the specific pro- 
visions of 15 USC. 1071 and 35 U.S.C. 146. These provi- 
sions state that the Commissioner shall not be a necessary 
party to an inter partes proceeding, bat merely that he 
shall be notified of the filing of the bill by the Clerk of 
the Court in which it is filed, and shall have the right 
to intervene in the action. 


Attention is directed to Coe v. Hobart Manufacturing 
Company, 70 App. D.C. 2, 102 F. 2d 270. In that case 
this Court held that the Commissioner is not an adverse 
party in a suit brought under Section R.S. 4915 by an 
applicant for a patent who had been defeated by a rival 
claimant in a Patent Office interference proceeding. This 
Court stated, 102 F. 2d 270, 271: 


“Jt js contended that the Commissioner if not a neces- 
sary party, is at least a proper and therefore an ad- 
verse party. But even if he were a proper party to 
a suit to review his award of priority, we think he 
‘would not be ‘adverse’ within the meaning of the 
statute. The Commissioner has not the slightest 
interest adverse to plaintiff; whether plaintiff or de- 
fendant gets a patent, the Commissioner neither gains 
nor loses. ‘To hold that the plaintiff by making a mere 

| formal party a co-defendant can compel the real de- 
fendant, the real party in interest, to come from any 
part of the United States and defend his rights in the 

" District of Columbia would conflict with the general 
purpose of Congress as appears from the fact that 
ordinarily suits in the Federal courts must be brought 
in the district in which the defendant resides.’’ Stand- 
(Indiana) v. Pure Oil Company, 

. $33, 835; 28 USC. 112, 28 


This Court in Gardel Industries v. Kingsland, 8 US. 
App. D.C. 414, 178 F. 2d 974, held that the Commissioner 
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was not a necessary party in inter partes proceedings such 
as the one at bar. In that case the Court said, on page 170: 


‘We held in Barron-Gray Packing Co. v. Kingsland 
(84 U.S. App. D. C. 28, 171 F. 2d 576) that under the 
prior act an applicant for a trade-mark could proceed 
in the District of Columbia against the Commissioner 
of Patents alone, since he was the necessary party. 
Section 21 of the new act clearly provides that the 
Commissioner of Patents is not a necessary party in 
this type of proceeding. Since there must be at least 
one defendant in an inter partes proceeding, it follows 
that the opposer is a necessary party under the new 
act.’’ 


Thus the position adopted by this Court in the Laganas 
case is entirely consistent with the previous holdings of this 
Court under Section R.S. 4915 and is further consistent 
with the intent as shown in the hearings before the Sub- 
Committee on Patents of The Congress. 


With respect to the provisions in 35 U.S.C. 146, this Court 
stated in the Laganas case, that for the recited jurisdic- 
tional purposes, only necessary parties can be adverse. The 
express provisions in 15 U.S.C. 1071 that the Commissioner 
is not a necessary party, is a repetition of the provisions in 
35 U.S.C. 146. Neither of these provisions contains any 
exception or qualification. Thus the clear meaning of the 
provisions is that the Commissioner is never a necessary 
party to a civil action which seeks review of inter partes 
proceedings in the Patent Office. 


Applicant contends that the following sentence of the 
Laganas case is obiter dicta: “Tf the Commissioner is an 
adverse party, for this jurisdictional purpose, in this suit, 
then every suit under Sec. 146 can be brought in the Dis- 
trict of Columbia. We do not so interpret the statute.” 
This sentence constitutes a proper expression of the law in 
the light of earlier decisions of this Court and is a re- 
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quisite part of the decision in the Laganas case. The 
sentence in question, therefore, is not ““obiter dicta.”” 


Appellant alleges (Brief, pages 1S and 19) that the 
Commissioner in answering the complaint is chargeable 
with “‘intervention in fact’. The statutes, 15 U.S.C. 1071 
and 35 USC. 146, state that the Commissioner is not a 
necessary party to an inter partes proceeding. The an- 
swer of the Commissioner (JA 5) raised the defenses of 
the lack of jurisdiction of the Court over the subject 
matter and over the parties to the action, for the reason 
that the Commissioner was neither a necessary or an 
adverse party within the meaning of 35 U.S.C. 146 and 15 
TSC. 1071, and for the farther reason that the defendant, 
Burlington Mills, Inc, was an indispensable party and 
had not been served with sammons. Subsequently the Com- 
missioner concurred in the motion to dismiss by Burlington 
Mills, Inc. (JA 7), because it raised the same defenses as 
were present in the Commissioner’s answer. Thus, at 
all times the Commissioner had adopted the position that 
the Court lacked jurisdiction. As the Commissioner was 
a party defendant the defenses raised by the Commissioner 
cannot be construed as ‘‘intervention in fact’’. It is well 
recognized that under said circumstances jurisdiction was 
not conferred by any waiver on the part of the Commis- 
sioner. Green v. Obergfell, 73 App. D.C. 298, 121 F. 2d 
46, cert. den. 314 US. 637. 
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CONCLUSIONS 


It is therefore submitted that the District Court in 
reliance on the Laganas decision, was correct in dismissing 
the complaint for lack of jurisdiction and that its decision 
should be affirmed. 

Respectfully submitted, 

Bornron P. Lrvrxeston 

Epwarp G. Fenwick, Jz. 
726 Woodward Building 
Washington 5, D.C. 

Gener P. GEorx 
38 S. Dearborn Street 
Chicago 3, Llinois 

Attorneys for Burlington 
Mills, Inc. 
Mason, Fenwick & LawkENCE 
726 Woodward Building 


Washington 5, D.C. 

Byron, Hume, Grozn & CLEMENT 
38 S. Dearborn Street 
Chicago 3, Illinois 


Of Counsel. 
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COUNTERSTATEMENT OF THE CASE 
This is an appeal (JA 8) from an Order (JA 7) of 
the United States District Court for the District of 
Columbia, granting a motion to dismiss for want of 
jurisdiction (JA 6) brought by appellee, Burlington 
Mills; Inc. in which appellee, Commissioner of Pat- 
ents, formerly Robert C. Watson, and now David L. 
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applicant for trademark registration. It filed an ap- 
plication, Serial No. 38,667, to register “BUR-TEX”’ 
for life. preservers, : swim vests, water ski. belts, sun 
bath mats: floats, swim rafts, wading pools, pack 
sacks, game bags, sleeping bags, bowling ball bags, 
golf bags, and tents. Registration was opposed by 
appellant, registrant of “BARR” for toys, namely, 
balloons, balls, dolls, and other articles ‘of ‘various 
configurations suitable for play and amusement. of 
adults, children, ,and animal pets, /and game. balls, 
namely, -hasehalls, basketballs, footballs,.and the like. 
Opposer’s (appellant’s) registrations, the Trademark 
Trial and. Appeal. Board .noted, antedate- applicant’s 
(appellee, Burlington Mills, Ine’s) application. The 
only question for determination, the Board found 
was “whether or not applicant’s' mark’. ‘BUR-TEX’ 
so resembles opposer’sregistered trademarks ‘BARR’ 
and/or ‘BARTEX’. as, to, be. likely, when, applied to 
the goods, to cause confusion, mistake, or deception of 
purchasers.” See.15 U.S.C. 1052(d). 
‘On _ such questions of -eonfusing sdunilarity, , the 
Board ruled, as follows: 
: turning to 2 emsideration of the marks and 
. goods in question, opposer’s, mark “BARR”’ is 
a ‘surname whereas applicant’s mark “BUR- 
he gett cesar re at 
a \distinetly ‘different im sound’ and appear- 
aneé. . Consideting: the substantial differences 


"tween. the goods. as identified. in the application 
“ ‘and opposer’s registration, it is concluded that 


identified in opposer’s registrati 

rubber balloons, are not of such natute that 
would: be likely to assume, merely 

_ that these products emanate from the same 


1071.” 
The prayers for relief set-out in the complaint (JA 
3) read as follows: 
L This Court forthwith issue summonses to 


4 
-~ 2, Defendant Robert C. Watson be enjoined 


aes cation Serial. No; 8,687. 


: ee ae ae caisson 

: such. other and. further relief as in Equity is 

" maeet-and. just. 

Conformably to Bids &(2) (2) ‘of the Federal Rules 
of Civil Procedure, appellant’s complaint (TA. 2) > 
ineindes, as paragraph 4, the following statement 
“of the —— upon which ~~ court’s jurisdiction 
depends”: 

This is an action arising under the Trade- 
; mark and Patent Laws of the United States. 
TEE! Ghat ia vented wider 125° USC! ‘3071 
and35 US.C."-146' with jurisdiction over" this 
cause of action and the adverse parties residing 
ee ee ee 
the same state..; 


SUMMARY OF ARGUMEET 
isc: decibhegi ist thie Wolke iad tne Tages’ Bike 
Company v. Watson, 9 US. App: D.C. 324, 221 
F,'2d 881, upon which ‘the’ court ‘below expressly 
rested its order dismissing appellant’s complaint, is 
éontrollimg’in the case ‘at bar. In the decided’ case, 
involving an application of 15 U.S.C. 1071, and an 
interpretation of 35 US.©. 146, this ‘Court ruled 
that in a suit arising out of a trademark opposi- 
tion proceeding inthe Patent Office {an opposition 
by. an’ opposer to an application by an applicant 
for registration of a trademark) the Commissioner 
of Patents is neither a necessary nor an adverse party. 


5 
The facts of the case at bar are substantially the 
same as the facts of the Lagamas case. The deci- 
sion of this Court in Hans C. Bick, Inc. v. Watson, 
102 U.S. App. D.C. 322, 253 F. 2d 344, cited by 
appellant, is distinguishable in that the appellant 
there proceeded under 35 U.S.C. 145, a procedure 
not open to appellant here. 
. With ‘respect to the provision in 35 U.S.C. 146 
reading “If there be adverse parties residing in a 
plurality of districts not embraced within the same 
state, or an adverse party residing in a foreign 
country, the United States District Court for the 
District of Columbia shall have jurisdiction”, this 
Court stated in the Leganas case that for the recited 
“jurisdictional ‘purpose only necessary parties can 
be ‘adverse’’’. Both 15 U.S.C. 1071 and 35 USC. 
146 plainly provide that the Commissioner of Patents 
is never a necessary party to a civil action seeking 
review of a patent interference proceeding or.of a 
‘trademark proceeding that was inter partes im the 
Patent Office, and they must be so construed, as the 
Congress intended they should be. 
' Appellant’s opponent in the Patent Office, Burling- 
ton Mills, Inc., is an applicant whose application for 
trademark registration was opposed by appellant. Its 
application cannot be litigated in a civil action to 
which the applicant is not a party. The application 
would have to be litigated did appellant seek to enjom 
‘the Commissioner from issuing a trademark registra- 
‘tion on the application. 


@81005—1—2 
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Jurisdiction cannot be made to rest. on alleged 
intervention in the present civil action by the Com- 


missioner. 


‘The Order of the Distriet Court (JA 7) dismissing 
appellant’s complaint expressly was rested on the 
Geeision of this appellate Court in Chris Laganas 
Shoe Company v. Watson, 95 U.S. App. D.C. 324, 
221 F. 2d 881. That ease, like-the case at bar, in- 
volved the application of 15 U.S.C. 1071, which states 
that the “Commissioner of Patents shall not be a 
necessary party to an inter partes proceeding under 
35 United States Code, section 146.” In the cited 
ease, this Court held that a suit arising out of an 
opposition proceeding in the Patent Office is plainly 
an-inter partes proceeding, and that, in such a suit, — 
the Commissioner of Patents is neither a necessary 
party nor an adverse party. The conelusion that, 
im such a suit, the Commissioner is not “an adverse 
party” was based on this Court’s interpretation of 
2 provision of 35 U.S.C. 146, to which, as just 
indieated, 15 U.S.C. 1071 makes reference. The 
provision is quoted and the interpretation is set out 
in the following section of this Court's opinion in 
the Laganas ease; 
The question remains whether’ the ‘Conimis- 
sioner is an “‘adverse’’ party within the mean- 
ing of 35. U.S.C. §146, which says: “If, there 
be adverse. parties residing ina. plurality, of 
districts not embraced within the same state, 


or an adverse party residing in a foreign eoun- 
try, the United States District Court. for the 
District of Columbia shall have jurisdic- 
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tion ® * *” If the Commissioner is an ad- 
verse party, for this jurisdictional purpose, in 
this suit, then every suit under §146 can be 
brought in the District of Columbia. We do 
not. so interpret the statute. We think §146 
permits claims that cannot be enforced else- 
where to be enforced here, and does not create 
an option’ of enforcing here claims that ean 
be enforced elsewhere. In other words, for this 
" jurisdictional purpose only necessary parties 
can be “adverse”. “‘To hold that the plain- 
tiff by making a mere formal party a co- 
_ defendant can compel the real defendant, the 
real party in interest, to come from any part 
of the United States and defend his rights 
in the District of Columbia would conflict with 
the general purpose of Congress as appears 
from the fact that ordinarily. suits in the 
federal courts must be brought in the district 
_in which, the defendant resides.’” Coe v. Ho- 
bart Mfg. Co. 70 App. D.C. 2, 3, 102 F 2d 
270, 271. Cf. Jaz Ice & Cold Storage Co. Vv. 
Coe, 73 App. D.C. 127, 118 F. 2d 12, cer 
tiorari denied 313 U.S. 561, 61 S. Ct. 837, 
85 L. Ed. 1521; Thorne, Neale & Co. v. Coe, 
79 U.S. App. D.C. 122, 143 F. 2d 155; B. J. 
Moran Co. v. Seeck & Kade, Inc., D.C., 91 

F. Supp. 188. 
- Appellant suggests (Brief, page 15) that the third 
sentence of the foregoing section,is obtter dicta. 
Words of a prior opinion entirely unnecessary for 
the decision of the case will constitute “‘obiter dic- 
tum’? and will have no effect as indicating the law. 
Noel v. Olds, 78 U.S. App. D.C. .155, 138 F. 2d 


$ 


581. Said third sentence, however, cannot properly 
be charactized as “‘obiter dictum” or “‘obiter dicta”. 
Tt is plainly necessary to the decision in the Laganas 
ease and correctly indicates the law. 

Except in one particular, the facts of the case at 
bar are the same as the facts of the Laganas case. 
Like the case at bar, the Laganas case concerned a 
trademark opposition proceeding in the Patent Of- 
fice. From a comparison of the Commissioner’s de- 
cision in Brown Shoe Company, Inc. v. Chris La- 
ganas Shoe Co., as reported at 100 USPQ 146, with 
the decision of the Trademark Trial and Appeal 
Board (a successor in jurisdiction to the Commis- 
sioner, see Public Law 85-609, approved Angust 8, 
1958, 72 Stat. 540) in The Barr Rubber Products 
Company v. Burlington Mills Incorporated, as re- 
ported at 125 USPQ 592, it will appear that, in each 
instance, the opposition was based on the statutory 
ground of likelihood of confusion (confusing similar- 
ity) with a registered mark (15 U.S.C. 1052(d)), a 
ground available to-the Examiner of Trademarks in 
his ex parte examination for registrability; that no 
evidenee was taken by either party to either opposi- 
tion proceeding; and that in both opposition pro- 
ceedings there was no issue of priority of use of the 
trademarks involved. The one particular in which 
the ease at bar differs from the Laganas case has to do 
with the capacity of the appellant. Here, the appel- 
lant, The Barr Rubber Products Company, is an un- 
suecessful opposer. In the Laganas case, the appel- 
lant, Chris Laganas Shoe Company, was an unsuccess- 
ful applicant (“Brown Shoe Company, Inc, suecess- 


fully opposed appellant’s application for registration 
of a trade-mark in the Patent Office”, 95 U.S. App. 
D.C. at page 325, 221 F. 2d, at page 882). Appellant, 
in-undertaking to distinguish the Laganas case, at- 
taches no legal significance to such difference, and it 
is believed that, in such connection, there is none. 
There is every reason, accordingly, for ruling, as the 
District Court, in effect, did, that the decision of this 
Court in the Laganas case governs the case at bar. 
Appellant further suggests (Brief, page 15) that 
in its decision in Hans C. Bick, Inc., v. Watson, 102 
U.S. App. D.C. 322, 253 F. 2d 344, this Court “‘recog- 
nized * * * the sound identification of the Commis- 
sioner of Patents as the real adverse and indispens- 
able party in reviews of trademark proceedings turn- 
ing on issues of registrability, rather than priority 
(and. regardless of whether the proceedings in the 
Patent Office, as contrasted with proceedings in the 
Court below, were inter partes).” As appellant notee 
(Brief, page 16), however, “Bick brought suit against 
the Commissioner alone under 35 U.S.C. 145.” In 
this. connection, this Court, in the cited case, speci- 
fically did “conclude that appellant was entitled under 
Section 145 to seek his remedy ‘by civil action against 
the Commissioner’ in the District Court for the Dis- 
trict of Columbia,’’ 102 U.S. App. D.C. at page 324, 
253 F. 2d at page 346. In the case at bar, appellant 
was,, by statute, under the necessity of bringing suit 
under 35 U.S.C. 146, and under the consequent neces- 
sity of suing the applicant-appellee, Burlington 
Mills, Inc. See paragraph 6 of appellant’s complaint 
(JA 2), 15 U.S.C. 1071, and 35 U.S.C, 141; there is 
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a specifie proviso in 15 U.S.C. 1071 “That any party 
who is satisfied with’ the decision of the Trademark 
Trial and- Appeal Board shall, upon the filing ‘of an 
appeal to the Court of Customs and Patent Appeals 
by any: dissatisfied party, have the right to elect to 
have all further proceedings under 35 United States 
Code, section 146, by election as provided in 35 
United States Code, section 141.” The appellant, 
manifestly, in view of the fact that it is an (unsuc- 
cessful) opposer, could not originally have brought 
suit under 35 U.S.C. 145, in lieu of appealing’ to the 
United States Court of Customs-and Patent Appeals, 
J.C. Eno (US.) Limited v. Coe, 70 App. D.C. 337, 
106 F. 24 858. Appellant is neither in the position of 
an applicant, to whom 35 U.S.C. 145 expressly ap- 
plies, ‘nor, like Hans C. Bick, Ine. in the position of 
a registrant whose registrations would be eancelled, 
to whom, in the Bick case, 35 U.S.C. 145 was said to 
apply. Herein lies the distinction between the Bick 
ease, on the one hand, and ‘the Laganas case and the 
ease at bar, on the other hand. 

"Presumably because Hans C. Bick, Inc., brought 
its aetion under 35 U.S.C. 145, this Court in the 
Bick ease stated that the Commissioner mistakenly 
relied upon Chris Laganas Shoe Co: v. Watson. See 
102 U:S. App. D.C. at page 323, 253 F. 2d at page 
345. From this statement, it would seem to follow 
that the rule of the Laganas case, with reference to 
civil actions under 35 U.S.C. 146, was not modified 
by the Bick case. To repeat, in view of the gen- 
erally parallel facts of the Laganas case and the 


pel 


ease at bar, the doctrine of the Laganas case should 
apply in the. case. at bar. 

With respect to.the provision in 35 U.S.C. 146 
reading “If there be adverse parties. residing in.a 
plurality of districts not embraced within. the same 
state, or an adverse party residing in a foreign eoun- 
try, the United States District Court for the District 
of,., Columbia shall have jurisdiction * * *”’,: this 
Court stated;in the Laganas case that for the recited 
“jurisdictional purpose, only necessary parties can 
be ‘adverse’.’’’ There is express provision in 15 U.S.C. 
1071 that “The Commissioner of; Patents shall. not 
-be.a necessary party to an inter partes proceeding 
under 35 United States Code, section 146 * * *”. 
This provision is a repetition of the provision in 35 
U.S.C. 146, there pertaining to an.inter partes, patent 
interference, proceeding, that “The Commissioner 
shall not, be a necessary party * * *”. Neither of 
‘these provisions contains any exception or. qualifica- 
‘ion... Neither makes any distinction between ez 
parte and inter partes issues. The, simple: meaning 
of the provisions is that the Commissioner of Patents 
is never a necessary party to.a civil action seeking - 
review of a patent interference proceeding or of 
piracy: Eroceeing Chat Wee arer: Reersscinthe 
Patent Office. 

. The quoted provision of 15 U.S.C. 1071, would. be 
meaningless unless it referred to a, proceeding: inter 
partes in the Patent Office. All: proceedings. under 
.that section’ and under 35 U.S.C. 145 and 146 neces- 
sarily are tnter partes in the federal district courts, 
even if the Commissioner of Patents is the sole de- 
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fendant. Henee, to reiterate, the clear and obvious 
meaning of the quoted provision of 15 US.C.. 1071 
is that if there were opposing 


a mark to an applicant. Two 
partienlarly in point here, sithough many others 
would be about equally exemplary, are: Medicated 
Products v. Alice Jewelry Co., 45 C.C.P.A. 966, 255 
Co., Inc. v. The Borden 
Co., 44 COPA. 
its opimion in the 
Gold Seal Co. v. Sawyer, D.C. 1952, 106 F. Supp. 494, 
now cited by appellant (Brief, pages 14 and 15), this 
Court stated: “A registration which no one has op- 
posed may be denied by the Commissioner, on the 
confusing similarity, in an ex parte pro- 
ceeding; but a Patent Offiee proceeding in which 
there are opposing parties, and a resulting suit, is 
not an ex porte proceeding.” 
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To -state the matter differently, where a-ground 
for opposing registration of; a trademark is. passed 
upon inter partes'in the Patent Office, it'is reviewable 
in the. same inter partes manner. on appeal, to the 
Court of Customs: and Patent Appeals. The remedies 
of appeal to the Court of..Customs and Patent Ap- 
peals and of civil action are alternative and mutually 
exclusive. ‘Hemphill Co. v.'Coe, 74 App. D:c. 123, 
121 F. 24 897. Congress could hardly have intended 
that the Commissioner should not be a party at all 
if an infer partes decision. were reviewed by the 
Court of Customs and Patent -Appeals, but, should 
be a necessary party if the identical issue were re- 
viewed in a ¢ivil action. The parties. inthe civil 
action should be the same as in the alternative appeal, 
and ‘it was to make'that fact plain that 15’ U.S.C. 
1071 was worded as it is. ee 

‘Brior to amendment by Section 2 of Public Law 
593, 82d Congress, approved July 19, 1952, 64 Stat. 
792 at 814, there was. provision in. 15,..U0:8.C. 1071 
that “The.,:Commissioner of Patents shall not be a 
necessary ‘party to an inter partes proceeding under 
Revised Statutes 4915, * * *.””? The quoted provision 
was included in 15 U.S.C. 1071 for the purpose of 
resolving uncertainty which had arisen as the result 
of conflicting decisions of, the present Court and 
other circuit. courts of, appeal and to, have the civil 
action (under Section 4915 R.S.,now under 35'U.S.C. 
146) in continuation of an inter partes proceeding 
in the Patent Office retain’ the inter partes character 
of the proceeding in the Patent Office. So much 
clearly is indicated by the discussion before Congress 


4 
which preceded its inclusion. That discussion, ap- 
pearing on page 31 of the hearings, held ‘November 
45 and 16, 1944, before a’ subcommittee of the Com- 
mittee on Patents of the United States Senate, ‘78th 
Congress, second ‘session, on HR. 82, is as follows? 
Mr. Fanxmxa. Séction 21 of the’ bill, begin 
ning on page 20, provides for Revised Statutes 
4915 suits with respect to trade-marks and 
provides that when an application is filed ;in 
the Patent Office and is rejected,or is opposed 
or is involved in interference or there is a 
request for cancellation after it is registered, 
the Patent’ Office acts in the ‘proceedings, and 
avy party who is dissatisfied: with the Patent 
Office action may take an appeal to the! Court 
-of Customs.and Patent Appeals or may insti- 
- tate a new suit under Revised Statutes 4915. 
We do not know now whe is the defendant-in 
the suit. If it is an interparty suit one com- 
pany is contesting another in the Patent Office. 
* ‘Under some citeumstanees’ the courts seem to 
ndicate that instead of one party suing the 
of Patents and the other party drops out en- 
., tirely. That is not taken care of by-this bill. 
: I have before-me and would like to put into 
the record, if you will allow me, a short article 
which appears in the Journal of the Patent 
Office Society for October 1944, at ‘page 664. 
Tt is entitled “Court ‘Proceedings ‘Based on 
- Patent Office Oppositions ‘and Cancellations.’’ 
- . Senator Perrzr. The article will be received 
a and earried right after your statement, so that 
_-we will have it all together. You may submit 
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Mr. Fzxntna. You will ‘see that the author, 
_ who has made a pretty careftil examination of 
” the cases, comes up with'an indefinite idea as to 
who can be sued; and that is largely ‘because 
"the Cominissiotier of Patents, who has to do 
with registration, by some of the courts is 
looked ‘upon ‘as @ necessary party to’ litigation. 
‘Let me say’ that the Commissioner of ‘Patents 
has asked to have cases dismissed under certain 
circumstances. It seems to me that that can 
be entirely taken care of if we will place at the 
end of section 21 a provision to the effect that 
the Commissioner of Patents. shall not be a 
necessary party but shall be notified by the 
clerk of court and shall have the right to 
- In other words, if the Commissioner of Pat- 
-ents feels that im-a private litigation it: is 
» necessary to protect the public: interest . he 
- -ghould be allowed to. do it, but he should not 

be dragged in in every instance. ae OTH 
As to the question of jurisdiction, if the Com- 


missioner of Patents is a necessary party he can 


be sued otily in the District of Columbia. We 
tried to sue’in the ‘District of Columbia, and 
-when we made a mistake the court has thrown 
us out, and then it is too late to sue somewhere 
else. We. sue in one of the other courts, and 
the defendant says, “No; the Commissioner of 
Patents should be a party,” and the court says 
that we cannot bring him in here, and we lose 
‘all our rights. : WL Rats os 
“Tt seems’ to me: that the’ committee ‘should 
straighten out that particular matter. © > 

‘Senator Pepper. Let us take these things up 
as we go along. Is there any objection to this 
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proposal? Has the Assistant Commissioner of 
Patents any objection ? 
_ Mr. Frazer. The Patent Office is in favor 
of it. ; 

Senator Psprrer. Is there any objection to 
the proposal? [No response.] 

Suppose we dispose of these things as we go 
along. Let us make a note there that, no objec- 
tion appearing, ‘it seems that this is a desirable 
amendment. 

To repeat, this Court emphasized in footnote 2 to 
its decision in the Laganas case that jurisdiction of 
the District Court was to be tested by the character of 
the proceedings (not issues) in the Patent Office. 
As the Court there stated, “a Patent Office proceeding 
in which there are opposing parties, and a resulting 
suit, is not an ex parte proceeding.” In disagreemg 
with the decision of the District Court, in Gold Seal 
Co. v. Sawyer, 106 F. Supp. 494, cited in said foot- 
note, this Court would appear to have recognized that 
the statute, 15 U.S.C. 1071, refers to an inter partes 
proceeding and not. to an inter partes issue. That 
cited decision of the lower court undertook to fix 
jurisdiction on: the basis of the issues involved, rather 
than on the nature of the proceeding in which they 
were raised. A ruling of the District Court for the 
Eastern District of Pennsylvania, reported at 23 F. 
Supp. 705, based on substantially the same reasoning 
as said Gold Seal decision was overturned by the 
Third Cireuit Court of Appeals in Century Distilling 
Company v. Continental Distilling Company, 106 F.2d 
486. 
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Section 21 of the 1946 Trademark Act, 15 USC. 
1071, was also interpreted by this Court in Gardel 
Industries v. Kingsland, 85 U.S. App. D.C. 414, 178 
F. 2d 974, and there held to mean that the Commis- 
sioner is not a necessary party im cases like the 
one at bar. There this Court said:. 

"We held in Barron-Gray Packing Co. v¥. 
Kingsland [84 U.S. App. D.C. 28, 171 F. 2d 
576] that under the prior act an applicant 
for a trade-mark could proceed in the Dis- 
trict of Columbia against the Commissioner of 
Patents alone, since he was the necessary 
. Section 21 of the new act clearly 
provides that the Commissioner of Patents is 
not a necessary party in this type of proceed- 
ing. Since there must be at least one defend- 
ant in an inter partes proceeding, it follows 
that the opposer is a necessary party, under 

the new act. 
- Conformably to the position: herein taken by the 
Commissioner, appellant notes (Brief, page 17) that 
it “brought suit against the Commissioner under 35 
U.S.C. 146,” under the compulsion of 15 U.S.C. 1071, 
“whereas the Bick. suit was commenced under 35 
U.S.C. 145.” Appellant argues, however, that “as 
in the Bick case, it was irrelevant whether the ap- 
pellant’s opponent in the Patent Office was or was 
not a party to the suit below.” Bick’s opponent 
(comprising three companies) was-a petitioner for 
cancellation of Biek’s trademark registrations. Ap- 
pellant’s opponent is an applicant for trademark 
registration. An application for trademark regis- 
tration cannot be litigated in a civil action to which 
the applicant.is. not.a party. J. C.. Eno (U.8.) 
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Eppes: ¥. Cos, Spee: En fe cttad. ease; thie. Overt 
said: 


ae Fa coe pinion ‘they Wi. ahavld. bare beet 
: @ismisced becaase of the abvence of an. indis 


party. 
In Coe v. Hobart Mfg. Company, 70 App. 
DC. 2, 102 F. 2a 270, 271, we held that the 
- ‘Commissioner of Patents was not an “adverse”’ 
party to a suit brought under section 4915, by 
an applicant for a patent who had’ been de- 
feated by a rival claimant in Patent Office in- 
- terference proceedings, within the meaning of 
Zz the statute whieh permits suit in the District of 
“Cohmbia‘ against “adverse parties residing in 
2 plurality ‘of districts.” We ruled im that case 
fet the bill should be dismissed not only as to 
the non-resident patentée, but also as to the 
Commissioner. We thereby held that when the 
over A’s opposition, has issued 
a patent to B, A eannot maintain against the 
Commissioner alone a bill to reverse his. deci- 
sion. We did not diseuss, or even express in 
te apa terms, this proposition, because it seemed self- 
Eee para We still think. it evident. that the 
” ‘walidity of a patent or trademark cannot be 
_ | Hitigated, as appellant seeks to do here, in a 
“suit to which its owner is ‘not a party. The 
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registration would, of necessity, have to: be litigated. 
However, appellant prays in its complaint (J.A. 3) 
for “such other and further relief as in Equity is 
meet and. just,”’ and: does, (FA, 2) aqvers, jurinlictien 
under 35 U.S.C. 146. 

Appellant (Brief, pages 18 and 19) seems to ug: 
gest that by answering its. complaint, rather than, 
presumably, moving only to dismiss, the Commissioner 
is chargeable with “intervention in fact” in the civil 
action here on appeal. Intervention in accordance 
with 15 U.S.C. 1071 and 35 U:S.C. 146 requires, it 
is submitted, ‘timely application,” by ‘‘motion to, in- 
tervene,” by the Commissioner. Rule 24 of the Fed- 
eral Rules of Civil Procedure. The Commissioner is 
not ‘an ‘intervenor, b but, however wrongly, an ‘original 
party defendant. ‘As such a party defendant, there 
was no duty upon the Commissioner’ exclusively, to 
move to dismiss. The Commissioner had the “option”’ 
of asserting the defense of (1) lack of jurisdiction 
over the subject matter and of (2) lack of jurisdiction 
over the person in an answer or by a motion to dis- 
miss. Rule 12(a) of the Federal Rules of Civil Pro- 
cedure. The Commissioner merely opted to assert the 
defenses by answer. The Commissioner subsequently 
concurred in the motion to dismiss by Burlington 
Mills, Inc., because it raised the same defenses as 
his answer. 

Jurisdiction, not venue, is placed by 35 U.S.C. 
146, and, by reference, by 15 U.S.C. 1071, exclusively 
in the United States District Court for the District 
of Columbia “If there be adverse parties residing in 
a plurality of districts not embraced within the same 


- pages 18 and 39), 
Obergfell, T3 App. D.C. 298, 


action of the 

plaint for want of jurisdiction 

and should be affirmed. 
Respectfully submitted. . 

CLARENCE W. Mooze, 

Solicitor, United States Patent Office, Attor- 

acy for Appellee, David L. Ladd, Commis- 

- gioner of Patents. 
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Court’s decision of May 31, 1962, in the above-entitled 
appeal, or, alternatively, that said decision be amplified. 


GROUNDS FOR PETITION. 

The grounds for this petition are: 

(1) By not specifying the factors which distinguish 
the issues raised by this case in the Court below from the 
grounds given in this Court's decision in Hans C. Bick v. 
Watson, 102 U. S. App. D. C. 324, 253 F. 2d 344 (1958) 
and, instead, bringing this case within the ambit of Chris 
Laganas Shoe Co. v. Watson, 95 U. S. App. D. C. 324, 221 
F. 2d 881 (1955), a jurisdictional vacuum has been 
created, thereby depriving this appellant (or any party 


2 
similarly dissatisfied with a Patent Office decision in trade- 
mark opposition and cancellation proceedings turns solely 
on the issue of “registrability vel non”) from the judicial 
review by civil action to which any such party is entitled 
by 15 U. S.C. 1071. 

(2) This Court’s May 31, 1962 decision in this appeal 
does not dispose of an additional issue of appeal which can 
be equally determinative of the jurisdiction and venue of 
the District Court below in this and similar cases, namely, 
the extent to which the Commissioner of Patents may 
participate in a suit brought under 15 U. S. C. 1071 and 
35 U. S. C. 146 without waiving immunity from the juris- 
diction of the Court in which he has intervened. 


ARGUMENT. 
1. Jurisdictional Vacuum. 

In its May 31, 1962 decision, this Court summarizes 
the Trademark Trial and Appeal Board decision in the 
opposition proceedings commenced in the Patent Office as 
The Barr Rubber Products Company v. Burlington Mills, 
Inc? As that decision of the Trademark Board is so sum- 
marized, it is evident that the issue of the opposition pro- 
ceedings was purely and solely one of the registrability 
under 15 U.S. C. 1052(d) of Burlington’s proposed trade- 
mark, BUR-TEX, over Barr’s trademark, BARTEX, al- 
ready on the Principal Register of the Patent Office. 

It is also evident from the Board’s decision as re- 
ported that it arrived at its conclusion that there was no 
likelihood of confusion between Burlington’s water-sport 
equipment allegedly identified by the mark BUR-TEX and 


1 Hens C. Bick v. Watson, 253 Fed. 2d 344, 347. 
2 This decision was not of record in the Court below or in 


the stipulated joint appendix, but is reported at 125 U.S. P. , Q. 
Soe Cae). 
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Barr’s toy balloons identified by the mark BARTEX by 
excluding evidence that the BARTEX trademark had not 
been confined to toy balloons but extended to other prod- 
ucts in Barr’s general line of sporting goods, including, 
specifically, swim caps.* 

Therefore, when Burlington elected, pursuant to 15 
U. S. C. 1071, to have the Board’s decision reviewed by a 
civil action rather than an appeal to the Court of Customs 
and Patent Appeals, this problem was faced by appellant: 
In view of the fact that, under 15 U. S. C. 1071, “contro- 
versy [had] developed as to what [trademark] proceed- 
ings were to be deemed ‘inter partes’ and as to the Com- 
missioner’s status in an ‘ex parte’ situation,” ‘ which Fed- 
eral District Court should be selected for presenting evi- 
dence that the BARTEX mark had not been confined to 
toy balloons but applied to products as closely related to 
Burlington’s BUR-TEX swim equipment, such as, for 
example, BARTEX swim caps—the United States District 
Court for the Eastern District of Wisconsin (Burlington’s 
residence) or the United States District Court for the 
District of Columbia (the Commissioner’s residence) ?° 

Only decisions in this District of Columbia Circuit ap- 
peared to be available to guide a party over the hiatus 


3See footnote 1, 125 U. S. P. Q. 592. The evidence in ques- 
tion, Label Registration No. 52,883 issued by the Patent Office 
on May 2, 1939 (502 Official Gazette 44), was dismissed by the 
Board as a mere “copyrighted label.” 

4 Bick v. Watson, at 253 F. 2d 354, citing, among other au- 
thorities, Gold Seal Co. v. Sawyer (D. C. D. C. 1952) 106 F. Supp. 
494. 


8If the review had simply remained as an appeal to the 
Court of Customs and Patent Appeals, the issue of that appeal 
would necessarily have been whether the Trademark Board 
had correctly excluded Patent Office records showing that BAR- 
TEX had been applied to swim caps and not confined to toy 
balloons, as the Board had inferred without any discernible 
supporting evidence. 
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created by the reference to the patent statute, 35 U. S. C. 
146, in the trademark statute, 15 U. S.C. 1071, the latter 


termined should be granted or registered to someone. 
The failure of any statute to specify how conditions, 
rules, and procedures of patent interference proceedings 
the Commissioner is not a “necessary party”—would be 
applicable to trademark proceedings involving an issue of 
registrability only, and not priority, of a trademark ap- 
peared to be resolved in Gold Seal Co. v. Sawyer. There 
Judge Bastian, then a judge of the Court below, pointed 
out that when the proceedings turned on which of two or 
more parties had prior rights to a trademark which the 
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Commissioner had administratively determined to be 
registrable, the Commissioner was simply replaced by a 
district court in determining that fact and, thus, was ex- 
cused by statute as a necessary party in a review by civil 
action of his decision on a priority question. But when the 
review was one to determine whether the Commissioner 
was authorized by statute to register a trademark, he 
would not escape responsibility, as the representative of 
the public and public interest involved and was, therefore, 
“the indispensable party” °* in such a review. 

In other words, under the rationale of the Gold Seal 
case, where, “at the time of the decision complained of” 
(35 U. S. C. 146), the question is whether the Commis- 
sioner will perform his public duty to register or not regis- 
ter a given trademark, the situation to be reviewed by civil 
action under 15 U.S. C. 1071 becomes “ex parte,” and the 
statutory immunity relieving the Commissioner from ap- 
pearing as a “necessary party” in a review of a private in- 
ter partes dispute as to which private party has prior rights 
to a given patent or trademark registration will not excuse 
the Commissioner from answering for and justifying his 
action or inaction in a different type of suit, as here and in 
the Gold Seal and Bick cases, turning on the Commis- 
sioner’s statutory public duty to register or not register. 
Nor can such limited immunity be extended to delegate to 
private parties, and their interest, means, and ability, the 
burden of determining how the Commissioner should per- 
form under the statute; yet such delegation would neces- 
sarily follow if the Commissioner were not required to 
appear as the sole indispensable party in a suit involving 
only the issue of registrability, vel non. 

When this Court held, without mentioning the issues 


© Gold Seal case, 106 F. Supp. 496. 
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involved, in Chris Laganas Shoe Co. v. Watson, 95 U.S. 
App. D. C. 324, 221 F. 2d 881 (1955) that, in view of the 
statutory immunity of the Commissioner of Patents as a 
“necessary party” in a review by civil action, the Commis- 
sioner was not an “adverse party” so as to vest the Court 
below with nationwide venue as to any other parties satis- 
fied with the Patent Office decision, the rationale of the 
‘Gold Seal case and the Legenas decision could still be 
‘jibed. Reference to the Patent Office decision sought to be 
reviewed in the Laganas case, Brown Shoe Co., Inc. v. 
Chris Laganas Shoe Co., 100 U.S. P. Q. 146, revealed that 
it was decided on a question of priority, a review under 
which the Commissioner would also be excused as a party 
under the Gold Seal case. 

The foregoing jibing of the Lagenas case and the Gold 
"Seal case and the rationale of the latter appear to be con- 
firmed by this Court’s still later (1958) decision in the 
Bick case, in which it held: 

“Their only claim [i.e., the petitioners in the Patent 

Office for cancellation of Bick’s registration] to dam- 

age was that registration of the mark was that regis- 

tration of the mark would in the future be ‘likely to 
interfere with their freedom to use’ the descriptive 
registered word, a claim which is irrelevant where the 
issue before the issioner is only registrability, 
vel non. In the circumstances it would be pointless to 
require the appellant to sue only the petitioners rather 
than the Commissioner, and we do not believe that 

Congress so intended.” 253 F. 2d, 346. 

Therefore, at the time appellant here was required to 
seek judicial review under 35 U. S. C. 146 of the Patent 
Office decision with which it was dissatisfied, the factors 
making the Commissioner answerable in a civil action un- 
der the Gold Seal and Bick decisions did more than point 
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to the Court below as the only Federal Court having 
jurisdiction and venue as to both appellees. 

The simple fact is that if appellant had filed the com- 
plaint below in the Eastern District of Wisconsin, the com- 
plaint would have been subject to immediate dismissal for 
absence of an indispensable party beyond the venue of the 
Wisconsin District Court. The indispensability of the ab- 
sent Commissioner would have been evident, not only 
from the Gold Seal and Bick decision in this circuit, but 
from the face of the complaint itself, in which the only judi- 
cial relief sought was an injunction against the Commis- 


sioner. 


By the decision of May 31, 1962, affirming the dis- 
missal of the suit below, appellant finds that it had no 
court in which it could secure judicial review and the 
needed relief from the Patent Office decision complained 
of, despite the purpose of 15 U. S. C. 1071 to provide such 


review. Further, in view of the increasing business of the 
Patent Office which required the establishment of the 
Trademark Trial and Appeal Board in 1958 to take over 
the load of trademark proceedings, it is respectfully sub- 
mitted that appellant is not likely to be the last of such par- 
ties standing in such a jurisdictional vacuum if the May 31, 
1962 decision remains without modification. 

It is respectfully submitted that either the Court be- 
low should be reversed under the rationale of the Gold 
Seal and Bick cases or the decision on this appeal should 
be amplified by reversing those decisions and specifically 
extending the doctrine of the Laganas case to all reviews 
by civil action of trademark decisions conducted in the 
Patent Office as inter partes matters, regardless of whether 
the decision to be reviewed turns on an issue of priority or 
registrability vel non. 


2. Waiver by Intervention. 

The gist of this petition is that neither the Commis- 
sioner nor an opposing party in Patent Office trademark 
proceedings turning on registrability, vel non, should 
escape judicial review through a limbo in which a Federal 
District Court other than the Court below could exer- 
cise no jurisdiction because of the absence of the Com- 

| missioner as the indispensable party under the authority 
of the Gold Seal and Bick cases and the Court below is 
without jurisdiction under the effect of the Laganas case 
and the decision of May 31, 1962 in this appeal. 

However, should the Court’s action on the first 
ground of this petition effectively vest jurisdiction of such 
reviews only in districts where non-residents of the Dis- 
trict of Columbia can be found, the fact remains, it is re- 
spectfully submitted, that by the Commissioner’s partici- 
pation in the case below, neither of the appellees here 
should escape the effect of the evidence which the Trade- 
mark Trial and Appeal Board excluded in arriving at the 
decision complained of. 

The record below shows that the Commissioner did 
intervene in the suit below (as he has express statutory 
right to do under any interpretation of 15 U.S. C. 1071 
and 35 U. S. C. 146 as to which proceedings are encom- 
passed thereby) by answering and joining issue on the 
merits of the complaint below and, further, by joining 
with the appellee Burlington in seeking the relief sought 
by Burlington through a special appearance, namely, that 
the summons served on Burlington be quashed. 

Such joinder in relief sought by another party consti- 
tutes waiver of venue by the joining party. Green v. 
Obergfell, 73 U. S. App. D. C. 298, 121 F. 2d 46, 54. A 
plaintiff waives jurisdiction as to its person when it files 
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the complaint and one who intervenes likewise waives 
jurisdiction as to its person, thereby vesting the Court 
with jurisdiction as to such parties and the merits of the 
controversy between them, even though the Court’s juris- 
diction might otherwise have been defective at the time 
of filing the complaint. See Switzer Brothers, Inc. v. 
Chicago Cardboard Co. (CA 7, 1958), 253 F. 2d 407, 411. 

The adverse participation of the Commissioner of 
Patents in the suit below having removed any question 
as to the Court’s jurisdiction with respect to him and the 
Court below having express venue, under such circum- 
stances, with respect to Burlington, it is respectfully sub- 
mitted that the action below should proceed on its merits 
in any event. 


Respectfully submitted, 
Ausert L. Exy, Jr, 


Of Counsel for Appellant. 


Certification. 
I hereby certify that the foregoing petition is pre- 
sented in good faith and not for purposes of delay. 
Ausert L. Exy, JR., 
Of Counsel for Appellant. 
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REPLY BRIEF OF APPELLANT. 


Response to Counterstatements. 


The appellee Commissioner’s brief commences with a 
“Counterstatement of the Case.” This recites, extra the 
record or stipulated joint appendix, a list of goods for 
which appellant has used its marks BARR and BARTEX 
and a list of goods for which appellee Commissioner would 
register the mark BUR-TEX. The source of these lists is 
the decision of the Trademark Trial and Appeal Board as 
reported at 125 U. S. P. Q. 592. The appellee Commis- 
sioner’s counterstatement further quotes a portion of that 
decision giving the Board’s reason for holding that appel- 
lant’s BARR and BARTEX goods, as so listed, are not 
likely to be confused in the trade with appellee Burling- 
ton’s goods as listed and, thus, that BUR-TEX would be 
registrable over the prior registrations of BARR and BAR- 
TEX. 

The brief of appellee Burlington commences with a 
closely paraphrased similar counter statement. 

Whether the appellees’ purpose in directly and in- 
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directly quoting from the Patent Office decision was to 
infer that appellant’s goods identified by the marks BARR 
and BARTEX would not, upon trial of the case on its 
merits, prove to be as closely related and of the same 
class as pleaded in the complaint below (JA 2, P. 5) or 
whether the purpose was to create the impression that the 
Patent Office decision dismissing the opposition on its 
merits was proper, as pleaded in the answer of the appel- 

‘Jee Commissioner (JA 5, first affirmative defense), the 
net effect of both appellees to inject an issue of the merits 
of the suit below’ in this appeal on a purely procedural 
question is the same, namely: 

The practically duplicate counterstatements only 
confirm that the issues in the suit below involved no ques- 
tion of priority between the marks of appellant Barr and 
the mark which the appellee Commissioner has held to be 
registrable. Excluding the jurisdictional and procedural 
issues here on appeal, the sole issue raised by the plead- 


_ ings was purely one of the propriety of the Patent Office 
holding that BUR-TEX is registrable over BARR and 
BARTEX despite the limitations of 15 U. S. C. 1052(d).* 


1 Appellant, as indicated by the pleaded scope of oods identi- 
fied by its marks (JA 1, ¢1), expects to show at trial that 
the Patent Office list of appellant’s goods is entirely too restricted, 
particularly as to goods which have been identified by the mark 
BARTEX, thus, that the Patent Office had no basis in fact 
for the conclusion that simultaneous use of BARR (for goods 
containing textiles), BARTEX, and BUR-TEX would not cause 
confusion or mistake or deceive purchasers. 

2 This provision of the 1946 Trademark (Lanham) Act pro- 
vides that: 

“No trademark by which the goods of the applicant may 

be distingui from the goods of others shall be refused 
registration on the principal register on account of its nature 
unless it— 


mark which so resembles 
* * as to be likely, 


Rebuttal of Arguments. 

The principal argument of both appellees is that this 
Court’s decision in Chris Laganas Shoe Co. v. Watson, 95 
U. S. App. D. C. 324, 221 F. 2d 881, controlled and 
directed the dismissal of the suit below. Both appellees 
contend that in the Laganas case, as here, “there was no 
issue of priority of use of the trademark involv ” (Bur- 
lington brief, p. 6; Commissioner’s brief, p. 8). As sup- 
port for this key assertion, the Commissioner’s brief 
refers to the decision of the Assistant Commissioner of 
Patents in the Patent Office proceedings, Brown Shoe Co., 
Inc., v. Chris Laganas Shoe Co., 100 U.S. P. Q. 146. That 
decision, on its face, contradicts the appellees’ assertion; 
after discussing other aspects of the proceedings in the 
Patent Office, it concludes with the holding of the Assistant 
Commissioner at 100 U.S. P. Q. 147: 

“ ‘Air Stride’ and ‘Air Step’ are substantially iden- 
tical in meaning. There is some doubt in my mind 


as to whether or not the two marks could appear upon 
competitive goods in the market place without causing 
confusion, mistake or deception of purchasers. 
“Resolving that doubt, as I must, in favor of the 
prior user here, the opposition is sustained. 
“The decision of the Examiner of Interferences is 
affirmed.” (Emphasis supplied.) 


Appellee Burlington, in its later filed and presumably 
more deliberate brief, cites no basis for its contention that 
there was no issue of priority involved in the Laganas 
case, as it obviously could not in view of the fact that 
the Patent Office decision turned specifically on a finding 
of priority of use by the successful opposer, Brown Shoe 
Co. 

The finding by the Patent Office of priority of use by 
the successful opposer, Brown Shoe Co., would necessarily 
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have been put in issue in the District Court suit of Laganas 
to review that decision. That issue of priority, therefore, 
accounts for the finding of this Court in the Laganas case 
itself, and restated in Hans C. Bick, Inc. v. Watson, 102 
U.S. App. D. C. 322; 253 F. 2d 344, that the Laganas case 

‘was plainly an inter partes case in which the Commissioner 
was not a necessary or indispensable party. And the ab- 
sence of any issue of priority in the opposition proceeding 
‘between appellant and appellee Burlington in the Patent 
Office or in the suit below clearly vitiates the effort of both 
appellees to have this case controlled by the Laganas de- 
cision and not by the later Bick decision, wherein this 
Court points out that the Commissioner is the indispen- 
‘sable party where the issue is one, not of priority, but of 

Because the Patent Office proceedings to be reviewed 
by the Court below were, prior to the election of the ap- 
pellee Burlington, also reviewable by the Court of Cus- 
toms and Patent Appeals in a proceeding in which the 
Commissioner would not be a party the appellee Commis- 
sioner contends (Br. p. 13): 

“Congress could hardly have intended that the 
Commissioner should not be a party at all if an inter 
partes decision were reviewed by the Court of Cus- 
toms and Patent Appeals, but should be a necessary 
party if the identical issue were reviewed in a civil 
action. The parties in the civil action should be the 
same as in the alternative appeal, and it was to make 
that fact plain that 15 U. S. C. 1071 was worded as 
it is.” 

"The Commissioner’s brief then follows (Br. pp. 14-15) 
with two pages of quotation from a Senate hearing pro- 
viding no discernible support for the argument. Addition- 
ally, there are two fallacies in the above argument, which 
the appellee Burlington did not elect to advance. First, by 
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statute (35 U. S. C. 144), upon return of a certificate of the 
proceedings and decision of the Court of Customs and 
Patent Appeals, it shall be entered of record in the Patent 
Office and shall govern the further proceedings in the case 
(whether the Commissioner was a party to the proceed- 
ings or not). Secondly, it does not follow that the issues 
in a review of Patent Office proceedings by the Court of 
Customs and Patent Appeals are by any means the same 
as when such proceedings are reviewed in the District 
Court below under 35 U.S. C. 145 and 146. This difference 
is due to the fact that proceedings in the Court of Customs 
and Patent Appeals are limited to a review of the record 
in the Patent Office as governed by Patent Office rules, 
whereas a review in the Court below is a proceedings de 
novo governed by the Federal Rules of Civil Procedure 
in which additional evidence may be offered pursuant to 
trial court practice. For example, if the Patent Office pro- 
ceedings in this case had been reviewed in the Court of 
Customs and Patent Appeals (as they would have been if 
appellee Burlington had not elected to have the proceed- 
ings reviewed under 35 U. S. C. 146), one dominant issue 
would have been whether the Board correctly shifted the 
burden of proof of likelihood of confusion, vel non, back 
to appellant in its interpretation, at 125 U.S. P. Q. 593, 
of an interlocutory decision understood by appellant to 
have shifted that burden to appellee Burlington (and 
which burden Burlington failed to meet with any testi- 
mony or other evidence) ; such an issue would be wholly 
irrelevant to a trial below. Another dominant issue before 
the Court of Customs and Patent Appeals would have been 
whether it was error for the Board to have dismissed as a 
mere “copyrighted label” and not taken notice of appel- 
lant’s registered label for BARTEX diving caps. No such 
issue could arise in the suit below; appellant will simply 
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produce at trial, if not previously admitted under Rule 36, 
F.R.C P.,a certified copy of the Patent Office record* 
which the Patent Office Board chose to ignore under its 
interpretation of applicable Patent Office rules governing 
the time for introducing evidence and matters of which 
notice will be taken. (See footnote 3 of Board’s decision, 
125 U.S. P. Q. 592.) 

Despite the clear statement of this Court in its much 
more recent Bick case, both appellees cite Gardel Indus- 
tries v. Kingsland, 85 U. S. App. D. C. 414; 178 F. 2d 974, 
and particularly that passage citing Barron-Gray Packing 
Co. v. Kingsland (1948, 84 U. S. App. D. C. 28; 171 F. 2d 
576), as supporting the position that the Commissioner is 
not an indispensable party under 15 U.S. C. 1071 (Section 
21 of the 1946 Trademark Act) to a review of Patent 
Office proceedings set up as inter partes there but turn- 
ing on the pure issue of registrability of a trademark and 
involving no issue of priority; the appellee Burlington 
| further asserts that this position is consistent with prior 
decisions on the point under the preceding statute, R. S. 
4915. The Gardel Industries case is clearly distinguishable 
from the present one, for that case sought a review of a 
determination of priority of user (178 F. 2d 975). Appel- 
lee Burlington should have referred to the Barron-Gray 
case, in which this Court, supplying the emphasis, quoted 
its still earlier decision in Tomlinson v. Coe, 74 U. S. App. 
D. C. 364; 123 F. 2d 65, 66-67, as follows: 

“The proceeding by bill in equity under Section 

4915, R. S., is “a part of the application for the patent” 

or for registration of the trade-mark. Accordingly, in 

the present case, appellant seeks relief which is 

properly sought under the provisions of Section 4915, 


2 Certificate of Label Registration No. 52,883, issued by the 
Patent Office on May 2, 1939. 
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R.S., iie., a decree authorizing and directing the Com- 

missioner of Patents to register its trade-mark. Both 

the public interest and the necessities of the case re- 
quire that the Commissioner be made a party when 
the issue to be determined is whether such relief shall 

be granted. The opposer could not act to carry out a 

decree granting such relief; and such relief should not 

be granted without opportunity for the Commissioner 
to present countervailing evidence; hence, the public 
interest cannot properly be served without the par- 

ticipation of the Commissioner.’” (171 F. 2d 577-78. 

Emphasis quoted.) 

Both appellees (Commissioner, br. p. 20; Burlington, 
br. p. 10), despite the provisions of 15 U. S. C. 1071 and 
35 U.S. C. 146 that the Commissioner may waive, in any 
event, immunity from involvement in any suit under 
35 U. S. C. 146, seek to counter the intervention in fact 
[by the Commissioner’s appearance, answer, and pleaded 
affirmative defense that the Patent Office decision was 
proper (JA 4-5) ] by cortending that the Court below had 
no jurisdiction over either the subject matter of the suit or 
over the person of the Commissioner; both appellees con- 
tend that neither of such jurisdictions is conferrable by 
waiver, citing Green v. Obergfell, 73 U. S. App. D. C. 298; 
121 F. 2d 46. Concededly, jurisdiction over subject matter 
cannot be conferred by waiver, but the District Court 
below is not distinguishable in this regard from any other 
Federal District Court and is obviously equally vested 
with jurisdiction to consider the subject matter, as such, of 
the suit below. On the other hand, jurisdiction over the 
person is clearly conferred by waiver. As stated by this 
Court in the very authority cited by appellees, Green v. 
Obergfell, at 121 F. 2d 54 with unusually direct pertinence 
to the Commissioner’s appearance and pleadings below: 
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“Moreover, this defect of jurisdiction could not be 
remedied, as appellee contends, by waiver upon the 
part of appellants. Although lack of jurisdiction of 
the person may be supplied in that manner, as for 
example, by a pleading requesting relief similar to 
that requested by the other party, waiver or consent 
cannot confer upon a court jurisdiction over the sub- 
ject matter of the suit.” (Emphasis supplied.) 

For the foregoing reasons, it is respectfully submitted 
that the briefs of appellees only demonstrate that, by 
the later applicable Bick case as well as the underlying 
rationale thereof, as set forth so clearly by Judge Bastian 
in his District Court decision of Gold Seal Co. v. Sawyer, 
106 F. Supp. 494, 496-497 (1952), the Court below erred 
in dismissing appellant’s complaint before it and that such 
order of dismissal appealed from should be reversed. 


Respectfully submitted, 


Exy, Pearne & Gornon, 
By Ausest L. Exy, Jz, 
912 Midland Bldg., 

Cleveland 15, Ohio, 


Larson & TayLor, 
By Roszrts B. Larson, 


1625 Eye St., N. W., 
Washington 6, D. C., 
Attorneys for Appellant. 


